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It is not uncommon for one’s client to learn that
another’s patent might implicate its product or process.
This knowledge, under current patent law, triggers a duty
to exercise due care to avoid patent infringement. Failure
to exercise the requisite due care can be disastrous: if one
is found to have infringed the patent, that infringement
may be deemed willful and the patent owner may be
awarded treble damages.

To rebut a charge of willful infringement, the ac-
cused infringer must demonstrate that — under the given
circumstances — it satisfactorily discharged its affirma-
tive duty of exercising due care to avoid infringing the
asserted patent.! The U.S. Court of Appeals for the Fed-
eral Circuit (hereinafter Federal Circuit) has suggested
that advice of counsel, usually in the form of a written
opinion letter,? is necessary to rebut a charge of willful
infringement.® In fact, not only must the infringer obtain
and rely on an opinion of counsel, the Federal Circuit has
suggested that it must produce its opinion letter to the
adversary.* Worse yet, reliance on counsel’s opinion as
a defense to willful infringement results in a waiver of
attorney-client privilege and work product immunity with
respect to all privileged communications relating to the
asserted patent, sometimes including advice and strat-
egy of trial counsel.’

Patent law is peculiar in this regard. In most other
areas of law, there is rarely a duty to seek opinion of
counsel prior to an actual litigation. Where one does
obtain advice of counsel, there is no requirement that it
be produced to the adversary in litigation,® unless the
advice of counsel is voluntarily put at issue. To address
this conflict, the Federal Circuit has granted en banc re-
view in Knorr-Bremse Systeme Fuer Nutzfahrzeuge Gmbh
v. Dana Corp.’

Brief Overview of the Current Law

Under current patent law, federal district courts are
permitted to “increase the damages [resulting from patent
infringement] up to three times the amount found or as-
sessed.”® Willful infringement is one basis for increas-
ing damages.’ Patent infringement is willful if, at the time
of the infringing activity, the accused infringer had no
reasonable basis for believing that it had a right to prac-
tice the patented invention.!® The basic test is “whether,
under all the circumstances, a reasonable person would
prudently conduct himself with any confidence that a court
might hold the patent invalid or not infringed.”"!

The Federal Circuit has enunciated a number of fac-

tors to evaluate whether an infringement is willful.?
These factors include, inter alia, deliberate copying by
the accused infringer, infringer’s investigation and good-
faith belief of invalidity or non-infringement, litigation
conduct by the accused infringer, duration of the
infringer’s misconduct, the extent of any remedial actions
taken by the infringer, infringer’s motivation for harm,
and the infringer’s attempt to conceal its misconduct."
Despite these factors, courts often concentrate on whether
the accused infringer exercised due care “by seeking the
advice of competent and objective counsel, and receiv-
ing exculpatory advice.”'* Generally, the exculpatory
opinion must establish that either the issued patent is
invalid or unenforceable, or the product or process at
issue is non-infringing. While the Federal Circuit has
noted that it is not necessary to rely solely on an opinion
letter to show good faith in practicing the claimed inven-
tion,'s the court’s pronouncements have, nevertheless,
created an impression that such an opinion letter is very
important.'®

One must obtain and rely on an exculpatory opin-
ion letter blessing the use of the product or process at
issue. And, this opinion letter must be produced to the
adversary if there is a patent infringement litigation in-
volving that patent. The Federal Circuit has noted that a
failure to produce the opinion letter may result in a nega-
tive inference:

Where the infringer fails to introduce
an exculpatory opinion of counsel at trial, a
court must be free to infer that either no opin-
ion was obtained or, if an opinion were ob-
tained, it was contrary to the infringer’s de-
sire to initiate or continue its use of the
patentee’s invention.!”

To preempt the negative inference, the accused in-
fringer must assert an advice of counsel defense and pro-
duce an exculpatory opinion letter to its adversary. This,
however, waives attorney-client privilege and work prod-
uct immunity with respect to the opinion and other re-
lated communications.'® The waiver may involve all privi-
leged information related to the opinion — not just the
opinion letter."” For example, courts have found a waiver
to include communications relating to unasserted (but
related) patents,? as well as to all defenses for which the
accused infringer sought to rely on advice of counsel.?!
In some cases, the scope of the waiver has extended to
any and all conversations between the infringer and its
counsel.?
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Not only can one end up waiving attorney-client
privilege, but also work product immunity by relying on
an advice of counsel defense. While some courts have
held that work product protection is waived only with
respect to work product communicated to the client,?
others have gone further and held that the protection is
waived for all work product — regardless of whether it is
communicated to the client.?

In many cases, courts find a waiver of immunity
over trial counsel’s — not just opinion counsel’s — com-
munications with the accused infringer, and require that
work product shared with the client be produced to the
other side, if it is inconsistent with the opinion.”® Some
courts have gone further and held that al/l attorney work
product from the trial counsel must be produced to the
other side.?

Problems with the Current Law

The current Federal Circuit law on willful infringe-
ment is most problematic because it requires an exculpa-
tory opinion of counsel upon learning of another’s patent
that could potentially cover its product or process. Such
a coerced duty to obtain an opinion of counsel appears
to ignore economic realities. For example, a business may
have legitimate reasons for not seeking an opinion of
counsel, such as when the business’ (non-legal) staff
genuinely makes a determination that an existing patent
does not cover the product or operative process at issue.
Alternately, a business may not have expendable re-
sources to seek advice of counsel every time a patentee
provides notice of a patent that may be related to its line
of business.?’” Of course, forcing businesses to seek
opinion letters every time they receive notice of an is-
sued patent adds costs, sometimes unnecessarily, which
are ultimately passed on to the consumers, resulting in
market inefficiency.

One’s predicament does not end with seeking ad-
vice of counsel. Should the accused infringer be hauled
into court for patent infringement, it must face a Hobson’s
choice regarding claiming an advice of counsel defense:
either rely on advice of counsel and waive attorney-client
privilege as well as work product immunity, or not rely on
advice of counsel but face a negative inference. The
Federal Circuit has recognized this quandary:

[A]n accused infringer...must
choose between the lawful assertion of the
attorney-client privilege and avoidance of a
willfulness finding if infringement is
found...An accused infringer [may] be forced
to choose between waiving the privilege in
order to protect itself from a willfulness find-
ing, in which case it may risk prejudicing itself
on the question of liability, and maintaining
the privilege, in which case it may risk being
found to be a willful infringer if liability is
found.?®

The waivers required by those asserting the advice
of counsel defense are quite expansive, and often cover
confidential documents relating to litigation strategies.?’
In such instances, damage suffered by the waiver of at-
torney-client privilege and work product immunity is se-
vere — not just to the accused infringer but to the legal
system:

In performing his various duties,...it is
essential that a lawyer work with a certain de-

gree of privacy, free from unnecessary intru-

sion by opposing parties and their counsel.

Proper preparation of a client’s case demands

that he assemble information, sift what he con-

siders to be the relevant from the irrelevant

facts, prepare his legal theories and plan his
strategy without undue and needless inter-
ference. That is the historical and the neces-

sary way in which lawyers act within the frame-

work of our system of jurisprudence to pro-

mote justice and to protect their clients’ inter-

ests. This work is reflected, of course, in in-

terviews, statements, memoranda, correspon-

dence, briefs, mental impressions, personal
beliefs, and countless other tangible and in-
tangible ways — aptly though roughly termed

by the Circuit Court of Appeals in this case as

the “work product of the lawyer.” Were such

materials open to opposing counsel on mere

demand, much of what is now put down in
writing would remain unwritten. An attorney’s
thoughts, heretofore inviolate, would not be

his own. Inefficiency, unfairness and sharp

practices would inevitably develop in the giv-

ing of legal advice and in the preparation of

cases for trial. The effect on the legal profes-

sion would be demoralizing. And the inter-

ests of the clients and the cause of justice

would be poorly served.*

Attorney-client privilege is “one of the pillars that
supports the edifice that is our adversary system”?' by
encouraging clients to seek legal counsel without fearing
public disclosure. Similarly, work product doctrine is an-
other pillar supporting our adversary system, because
“[a]bsent such protection, attorneys would fear their work
product will be used against their clients, and may be-
come overly circumspect in preparing for litigation thereby
reducing their effectiveness as advocates.”?* Clearly,
any rule that collides with attorney-client privilege or work
product doctrine is antithetical to the American legal sys-
tem, and must be restrained.

Conclusion

As a result of the current Federal Circuit law on the
advice of counsel defense, an accused infringer must
choose between either relying on an exculpatory opinion
letter to protect itself from a charge of willfulness but
waive attorney-client privilege and work product immu-
nity, or suffer a negative inference while retaining attor-
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ney-client privilege and work product immunity. In light
of the importance given to an exculpatory opinion letter
in fighting a charge of willful infringment, the two choices
available to the accused infringer really amount to either
effectively waiving its defense against a charge of will-
fulness — not just suffering a negative inference — or waiv-
ing its attorney-client privilege and work product immu-
nity.

The Federal Circuit should make the advice of coun-
sel defense optional in rebutting a charge of willfulness.
Failure to obtain or disclose the opinion of counsel to the
adversary should not result in an adverse inference. If,
however, the accused infringer chooses to rely on the
advice of counsel defense for rebutting a charge of will-
fulness, then it must disclose that opinion as well as waive
attorney-client privilege and work product immunity over
the subject matter of the opinion.*® This change would
conform the Federal Circuit law on the advice of counsel
defense with that of the other circuits’ laws on this de-
fense.

* Arun Chandra is an associate in the New York office of
Jones Day, where he concentrates on intellectual prop-
erty litigation. The author is grateful to Parul Bahl, Brian
D. Lefort and Neena G. Shenai for their comments on an
earlier draft of this article. The views expressed herein
are the personal views of the author and do not necessar-
ily reflect those of his firm or the firm’s clients.
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